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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 12 1 : 

I. Claims 1-20, drawn to a coating on a substrate, classified in class 428, subclass 
421. 

II. Claims 21-24, drawn to a method of applying a coating, classified in class 427, 
subclass 385.5. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product as claimed can be made by a materially different process such as one that comprises 
applying a primer composition comprise inorganic inert particles with an average particle size of 
10 to less than about 20 micrometers. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Louis A. Morris on 30 August 2004 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-20. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 21-24 are 
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withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 4-6 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claims 4 and 5 are rendered indefinite because it is unclear if the phrase "said heat 
resistant adhesion promoter" refers to the heat resistant adhesion promoter in the primer, the 
topcoat, either primer or topcoat, or both the primer and topcoat. 

9. Claim 6 is rendered indefinite because the claim is directed to the "composition of claim 
1" while claim 1 is directed to a non-stick coating. This rejection may be overcome by replacing 
the phrase with - non-stick coating of claim 1 ~. Moreover, "solvents" is listed as a member of 
the Markush group of permitted "other ingredients" but the weight percentages are based on the 
solid content of the primer composition. 



Application/Control Number: 1 0/66 1 ,725 Page 4 

Art Unit: 1773 

10. Claim 16 is rendered indefinite because it is unclear if the composition recited is directed 
to the topcoat layer or the entire coating. Furthermore, it is unclear if the recited weight 
percentages are calculated on the basis of the solid content of the entire coating or just one layer 
of the coating. 

Claim Language 

11. For the purpose of examination, claim 6 is taken to be directed to the primer composition 
in the coating of claim 1 and not to the primer composition prior to use in the coating of claim 1. 
If this claim is rewritten to be directed to the primer composition prior to use in the coating of 
claim 1 it may be subject to a restriction requirement. 

Claim Objections 

12. Claim 6 objected to because of the following informalities: a comma (,) is needed after 
the term "pigments" on line 5 of the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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14. Claims 1,3-9, 11-15, 17, 18, and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tannenbaum (U.S. Patent 5,562,991) as evidenced by U.S. Patent 5,240,775 and 
U.S. Patent 5,250,356. 

Tannenbaum teaches a primer composition for a non-stick coating on a substrate 
comprising a polymer binder and 5-30 wt% of inorganic film hardener (column 2, lines 38-44). 
The substrate may be aluminum (column 2, lines 61-67). The polymer binder may be 
polyamideimide (column 4, lines 10-12), polyethersulfone (column 4, lines 32-40) or 
polyphenylene sulfide (column 4, lines 41-47). The inorganic film hardener preferably has a 
particle size of as high as 20 jum and may be a metal oxide (column 5, lines 26-31). In the 
embodiment of the Examples, a midcoat (corresponding to the topcoat of the instant claims) and 
a topcoat (corresponding to the overcoat of the instant claims) were applied over the primer 
(column 7, lines 45-55). The midcoat used is that disclosed in U.S. Patent 5,240,775 except that 
a 85:15 wt% blend of PTFE:PFA is used in place of the PTFE and the topcoat used in that 
disclosed in U.S. Patent 5,250,356 except that a 95:5 wt% blend of PTFE:PFA is used in place of 
the PTFE. In the example, the primer comprises about 20 wt% of the inorganic film hardener, 
about 25 wt% of the binder, and about 20 wt% of pigments (see table bridging columns 7 and 8). 

The midcoat taught in Table 2 of U.S. Patent 5,240,775 (corresponding to the instant 
topcoat) comprises PTFE, a fluorocarbon resin, oleic acid, cerium octoate, and an acrylic latex 
(Table 2). The acrylic latex reads on the heat resistant adhesion polymer in the topcoat 
composition of instant claim 1 since no degree of heat resistance is required by the claim. The 
acrylic latex comprises about 19% of the solid content of the composition and the PTFE 
comprises about 64 wt% of the composition. Since Tannenbaum uses an 85:15 wt% blend of 
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PTFE:PFA in place of the PTFE, the resulting midcoat of Tannenbaum will comprise about 10 
wt% of PFA, a fluorocarbon resin that is flowable at a temperature above about 300 °C. 

The topcoat taught in U.S. Patent 5,250,356 (corresponding to the instant overcoat) 
comprises 99 wt% polytetrafluoroethylene and 1 wt% of Ti0 2 coating mica pigment. A 
composition comprising 1 wt% of pigment is taken to be essentially free of pigments. Since 
Tannenbaum uses a 95:5 wt% blend of PTFE:PFA in place of the PTFE, the resulting 
composition will also comprise PFA, a fluorocarbon resin that is flowable at a temperature above 
about 300 °C. 

Regarding claim 7, the limitations of this claim are taken to be met since the claim does 
not require the "other ingredients" to be fillers. Rather this claim further limits the fillers while 
still permitting the other ingredients to be pigments, surfactants, solvents, or defoamers. 

Claim Rejections - 35 USC § 103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

16. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tannenbaum 
(U.S. Patent 5,562,991) as evidenced by U.S. Patent 5,240,775 and U.S. Patent 5,250,356 in 
view of Tannenbaum (U.S. Patent 5,478,651). 
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Tannenbaum ('991) teach all the limitations of claim 19, as outlined above, except for the 
use of alumina (i.e. aluminum oxide). However, Tannenbaum ('991) do teach that the inorganic 
film hardener may be titanium dioxide or aluminum silicate. 

Tannenbaum ('651) teach that titanium dioxide, aluminum silicate, and aluminum oxide 
are equivalent inorganic film hardeners (column 4, lines 30-37). Therefore, because these 
materials were art-recognized equivalents at the time the invention was made, one of ordinary 
skill in the art would have found it obvious to substitute aluminum oxide for titanium dioxide or 
aluminum silicate as an inorganic film hardener. 

17. Claims 10 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tannenbaum (U.S. Patent 5,562,991) as evidenced by U.S. Patent 5,250,356 in view of 
Tannenbaum (U.S. Patent 5,240,775) and Concannon (U.S. Patent 4,351,882). 

Tannenbaum ('991) teach all the limitations of claims 1-18 and 20, as outlined above, 
taking the composition of U.S. Patent 5,250,356 with a 95:5 wt% blend of PTFE:PFA used in 
place of the PTFE for the outermost coating. Tannenbaum ('991) also teaches that the 
composition taught by Tannenbaum (775) may be used as the midcoat layer (column 7, lines 47- 
50). 

However, Tannenbaum ("991) do not teach that the midcoat comprises, in addition to the 
heat resistant adhesion promoter such as polyamideimide, 55-70 wt% of a heat stable 
fluorocarbon resin dispersion, 3-10 wt% of a fluorocarbon resin that is flowable at a temperature 
above 300 °C, and 5-15 wt% of an acrylic resin. 
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Tannenbaum (775) teach the equivalence between the his topcoat (the material used as 
the midcoat in Tannenbaum ('991) and the material disclosed in U.S. Patent 4,351,882 (column 
5, line 57-column 6, line 2). 

Concannon (U.S. Patent 4,351,882) teach an intermediate coating comprising a solids 
content of about 34.3 parts PTFE, 6.1 parts PFA, 5.0 parts acrylic resin, and 1.1 parts pigments 
(Table in column 5). The composition may also comprise 0-15 wt% of a thermally stable 
polymer (column 2, lines 1 1-22). The addition of 7 parts (i.e. 15 wt% of 34.3 + 6.1 + 5.0 + 1.1) 
of thermally stable polymer to the composition disclosed in the Table results in a composition 
comprising about 64% PTFE, 11% PFA, 9% acrylic resin, and 13% thermally stable polymer. 

Regarding the difference between the -11% PFA in the composition of Concannon and 
the range recited in claims 10 and 16, a prima facie case of obviousness exists where the claimed 
ranges and prior art ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. Titanium Metals Corp. of America v. Banner, 
778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). In this case, it would have been obvious to one 
skilled in the art to have expected the same properties (e.g. toughness, elasticity, and adhesion 
properties) for a coating comprising ~1 1 wt% PFA and a coating comprising 10 wt% PFA, 
particularly since Concannon teach that the PFA content in the intermediate coat may be as low 
as 10 wt% (column 3, lines 46-50). 

Tannenbaum (775) shows that the composition of Tannenbaum (775) and Concannon 
are equivalent coating composition. Therefore, because these two compositions were art- 
recognized equivalents at the time the invention was made, one of ordinary skill in the art would 
have found it obvious to substitute the coating composition of Concannon for the coating 
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composition of Tannenbaum (775) in any application for which Tannenbaum (775) is suitable 
including as the midcoat of Tannenbaum (991). 



Allowable Subject Matter 

1 8. Claim 2 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

19. The following is a statement of reasons for the indication of allowable subject matter. 
The invention of claim 2 is directed to a non-stick coating on a substrate comprising a 

topcoat and a primer between the substrate and the topcoat. The topcoat comprises at least one 
fluorocarbon resin and heat resistant adhesion promoter. The primer comprises at least one heat 
resistant adhesion promoter, inorganic inert particles having an average particle size of at least 
about 10 jim and is substantially free of fluorocarbon resin. 

Tannenbaum (U.S. Patent 5,562,991) represents the closest prior art. However, 
Tannenbaum does not teach or fairly suggest a coating as recited in claim 2 because 
Tannenbaum requires at least 0.5 parts of fluorocarbon polymer per 1 part of heat resistant 
adhesion promoter in the primer layer. 

Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Zacharia whose telephone number is (571) 272-1518. 
The examiner can normally be reached on Monday through Friday from 9 to 5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones, can be reached on (571) 272-1535. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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